Amendment to the Drawings: 



The attached sheet of drawings includes changes to FIG. 3. The sheet 
encompassing FIG. 3 replaces the original sheet. FIG. 3 has been amended in the 
following respect: reference number 308 has been added to refer to the tab. 



Attachment: Replacement Sheets 
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REMARKS 

Claims 1-6, 8, 10-14, 16, 18-19, 20-23, and 25 are pending in the application. Claims 7, 9, 
15, 17, 24 and 26 have been withdrawn. Claims 1-4, 11, and 20 are amended. Support for 
the amendment may be found throughout the specification and drawings as filed. 

Drawings 

The drawings were objected to under 37 CFR 1.83(p)(4). Per the communication of March 
3, 2005 with Examiner Prone, by this paper paragraph [0022] has been amended to more 
particularly point out that while the views are not formally related as showing a single 
embodiment throughout or as showing alternate views of a single embodiment (i.e., a 
subsequent figure showing an alternate view of a previous figure) that the structures are 
generally corresponding. It is believed that this is in accordance with the Examiner's 
instructions. Counsel for the Applicant wishes to thank the Examiner for guidance in this 
matter. In-light of the foregoing, it is believed that the objection has been obviated. 

Claim Objection 

By this paper Claims 1 and 3 have been amended to eliminate informalities. In-light of the 
foregoing it is believed that the objection is obviated. 

Claim Rejection 35 U.S.C. § 112, paragraph 2 
By this reply claims 1 and 2 have been amended to more particularly point out and 
distinctly claim the current subject matter. Claim 1 has been amended to more particularly 
point out an apparatus wherein a securing mechanism is connected to the retention 
member. Claim 2 has been amended to indicate the inclusion of a friction lock for locking 
the adjustable retention member in a desired orientation. Removal of the pending rejection 
under 35 U.S.C. §112, second paragraph is respectfully solicited. 

Claim Rejection 35 U.S.C. § 102 

35 U.S.C. $ 102(b) 

Claims 1 and 2 stand rejected under 35 U.S.C. §102(b) as anticipated by Void, E. United 
States Patent Number 3,083744 (hereinafter Void). Applicant respectfully traverses. 
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The Void reference discloses a folding stop gauge which is required to slide into place in 
order to stow the blade 3 1 such that portion of the blade 3 1 defining the recess engages 
with pin 29. Void FIGS. 4 and 5. Thus, in order for the blade 31 to be stowed the user 
must slide the blade into the holder 28. See also Void, Col. 2, lines 39-43, indicating that 
sliding motion is to be prevented to maintain the blade in a stowed position. This is not the 
present invention as Void requires a user to slide the blade into a stowed position. The 
present invention as recited in Claim 1 and 2 recites an apparatus in which a retention 
member is capable of pivotally obtaining an extended orientation and a retracted 
orientation. As such, Void fails to anticipate the present invention as Void requires the 
blade to slide so as to obtain a stowed position. Removal of the pending rejection under 35 
U.S.C. § 102(b) is respectfully requested and allowance is earnestly solicited. 

Claims 3-6, 10, 11, 13, 14, and 19-23 stand rejected under 35 U.S.C. §102(b) as anticipated 
by Windstrup, R. United States Patent Number 4,423,860 (hereinafter Windstrup). 
Applicant respectfully traverses. By this paper Claim 3 has been amended to recite a 
retention member capable of obtaining a substantially retracted orientation. Windstrup is 
directed to a vise clamp in- which the jaw 20 may rotate to engage/disengage with a screw 
so as to permit sliding of the jaw along rails 3, 3. Windstrup, Abstract and Col. 2, lines 29- 
59. Windstrup fails to teach a retention member which is capable of pivotally obtaining an 
extended position and a substantially retracted position for storage as recited in Claim 3. 
Windstrup fails to disclose an apparatus in which a retention member is capable of 
obtaining a substantially retracted orientation. Windstrup simply permits nominal pivoting 
to allow for sliding adjustment and therefore, fails to anticipate the present claims. 

Claims 5 and 6 are believed to be allowable based on their dependence from Claim 3 which 
is believed to be in a condition for allowance. Applicant will not burden the record. 
Removal of the pending rejection is respectfully requested. 
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Regarding Claim 10, nowhere does Windstrup teach or suggest integrating the apparatus 
with a power tool. Windstrup is directed to a stand alone vise or clamp which is 
independent. In order for a reference to anticipate, "[a]n anticipating reference must 
describe the patented subject matter with sufficient clarity and detail to establish that the 
subject matter existed and that its existence was recognized by persons of ordinary skill in 
the field of invention." ATD Corp.v. Lydall, Inc., 48 USPQ.2d 1321, 1328 (Fed. Cir. 1998) 
citing In re Spada, 15 USPQ.2d 1655, 1657 (Fed. Cir. 1990). Emphasis added. This is not 
the present case wherein Windstrup fails to even suggest integrating the apparatus into a 
power tool. As a prima facie case of anticipation is not met, removal of the pending 
rejection under 35 U.S.C. § 102(b) is requested and allowance is earnestly solicited. 

With particular regard to Claims 4 and 11, Windstrup fails to anticipate the invention as 
recited in the claims because Windstrup fails to disclose an apparatus in-which, in the case 
of Claim 4, a deck housing the adjustable positioning device, the retention member, and the 
securing member is included. Windstrup fails to disclose a retention member capable of 
pivotally extending exterior to the deck and retracting into the deck. Rather, as seen in 
Windstrup FIGS. 6 and 7, below, the jaw only pivots between adjusted operating position 
and adjusting position. Windstrup, Col. 2, lines 44-46. The Windstrup system includes a 
jaw which is external throughout operation and thus, does not teach the recited claim. At 
no time does the movable jaw in Windstrup pivotally extend exterior to the housing and 
retracting into the housing (Claim 1 1). Winstrup FIG. 7 illustrates a system in-which the 
jaw 20 remains external throughout operation. Windstrup fails to teach a retention member 
which is capable of pivotally obtaining an extended position and a retracted position as 
recited in the claims. Instead, Windstrup discloses an apparatus which includes two 
extended orientations and therefore, suffers from the problems previously experienced. 
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Winstrup, FIGS. 6 and 7 



Further, with regard to Claim 1 1 and generally applicable to Claim 4 (as depending from 
Claim 3), Windstrup fails to teach a securing mechanism connected to the retention 
member. Instead, Windstrup discloses a system of guide surfaces 12 including side rails 
integrated into the base frame structure 2. Windstrup, Col. 2, lines 21-28. As a result, 
Windstrup does not teach or suggest a securing mechanism connected to the retention 
member as recited in Claim 1 1 . Anticipation cannot be established when "the prior art is 
lacking or missing a specific feature or the structure of the claimed invention." Lindermann 
Maschinenfabrik GmbH v. American Hoist & Derrick Co., 730 F.2d 1452, 221 USPQ 481, 
485 (Fed. Cir. 1984) (citing Connell v Sears, Roebuck & Co., 722 F.2d 1542, 220 USPQ 
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193 (Fed. Cir. 1983)). Additionally, the guide surfaces 12 are not capable of securing the 
retention members and the guide surfaces of the rails are received in extending slot 22 
(FIG. 6, above) to permit tilting (as observed in Windstrup FIG. 7). Removal of the 
pending rejection under 35 U.S.C. § 102(b) is respectfully requested and allowance is 
earnestly solicited. 

Claims 13 and 14 are believed to be allowable based on their dependence from Claim 11 
which is believed to be in a condition for allowance. Removal of the pending rejection 
under 35 U.S.C. § 102(b) is respectfully requested and allowance is earnestly solicited. 

Claims 18 and 19 are believed to be allowable based on their dependence from Claim 11. 
Additionally, regarding Claim 18, Windstrup fails to disclose a housing which is included 
in a work deck. For example, a primary or auxiliary work deck of a miter saw, a drill press 
or the like. Instant application, paragraph [0022]. Instead, Windstrup simply teaches a 
separate clamp being designed to rest upon a work bench. Windstrup, Col. 1, lines 59-64. 
Regarding Claim 19, as discussed with respect to Claim 10, nowhere does the Windstrup 
reference teach or suggest integrating the apparatus with a power tool. Windstrup merely 
teaches a separate vise and therefore does not anticipate Claim 19. As a prima facie case of 
anticipation has not been shown, removal of the pending rejection under 35 U.S.C. §102(b) 
is respectfully requested and allowance is earnestly solicited. 

Regarding Claims 20-23, by this paper, Claim 20 has been amended to recite adjustable 
positioning means, means for retaining, and means for securing. The Windstrup reference 
fails to teach the combination of securing means capable of securing the retaining means in 
a desired orientation as the asserted "securing means" 14 fails to secure the retaining means 
in a desired orientation. Instead, the parallel guide surface 14 is included in the rail such 
that the jaw 20 is capable of tilting to achieve the positions illustrated in FIG. 7. 
Additionally, Windstrup does not teach retaining means capable of obtaining a substantially 
retracted orientation and presently claimed. Windstrup merely teaches a jaw which may be 
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tilted to permit adjustment and is not capable of obtaining an extended orientation and a 
retracted orientation as recited. Removal of the pending rejection under 35 U.S.C. § 102(b) 
is respectfully requested and allowance is earnestly solicited. 

Claim Rejection 35 U.S.C. § 103 

35 U.S.C. $ 103(a) 

When applying 35 U.S.C. §103, the following tenets of patent law must be adhered to: (A) 
the claimed invention must be considered as a whole; (B) the references must be 
considered as a whole and must suggest the desirability and thus the obviousness of 
making the combination; (C) the references must be viewed without the benefit of 
impermissible hindsight vision afforded by the claimed invention; and (D) reasonable 
expectation of success is the standard with which obviousness is determined. See MPEP § 
2141 andHodosh v. Block Drug Co., Inc., 786 F.2d 1136, 1143 n.5, 220 USPQ 182, 187 
n.5(Fed. Cir. 1986). 

Claims 8, 16, and 25, stand rejected under 35 U.S.C. § 103(a) in view of Windstrup in view 
of Wilson, et al. United States Patent Number 5,146,832 (hereinafter Wilson). The 
rejection is respectfully traversed. As noted in the pending 35 U.S.C. §102(b) rejection, 
Windstrup fails to disclose each and every limitation including a retention member capable 
of pivotally obtaining an extended orientation and a substantially retracted orientation for 
storage as recited in Claim 3 from which Claim 8 depends. Wilson fails to correct these 
defects. 

Moreover, there is no motivation to combine Windstrup with Wilson as the references are 
grouped in different classes (Windstrup 269/180 and Wilson 83/698) and have no common 
feature or purpose as Windstrup is directed to a vise and Wilson is directed to a punch pad 
and punch tip. As the Office is aware, [t]he mere fact that the prior art may be modified in 
the manner suggested by the Examiner does not make the modification obvious unless the 
prior art suggested the desirability of the modification It is impermissible to use the 
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claimed invention as an instruction manual or 'template' to piece together the teachings of 
the prior art so that the claimed invention is rendered obvious. This court has previously 
stated that "[o]ne cannot use hindsight reconstruction to pick and choose among isolated 
disclosures in the prior art to deprecate the claimed invention." In re Oetiker, 977 F.2d 
1443, 24 USPQ 2d 1443 (Fed. Cir. 1992) quoting In re Fine, 837 F.2d 1071, 1075, 5 
USPQ 2d 1596, 1600 (Fed. Cir. 1988). 

Additionally, Wilson discloses a system in which the tab 46 is not included on the punch 
tip 70 (the adjustable portion) but instead is integrated into the punch pad or the base 30. 
Wilson, FIG. 4A. This is not the present invention. Claim 3 recites "a securing 
mechanism connected to the retention member, for securing the retention member in a 
desired orientation." Therefore, the combination of Windstrup in view of Wilson, on the 
whole, fails to teach the present invention as the tab 46 is not connected to the adjustable 
portion but included in the base. To establish prima facie obviousness of a claimed 
invention, all the claim limitations must be taught or suggested by the prior art. In re 
Ryoka, 180 U.S.P.Q. 580 (C.C.P.A. 1974). See also In re Wilson, 165 U.S.P.Q. 494 
(C.C.P.A. 1970). Emphasis added. Removal of the pending rejection under 35 U.S.C. 
§ 103(a) to Claims 8, 16, and 25 is requested and allowance is earnestly solicited. 



10/686,476 



16 



CONCLUSIONS 

In light of the forgoing, reconsideration and allowance of the claims is earnestly solicited. 



DATED: March 7, 2005. 

Respectfully submitted, 




Reg. No: 48,600 

Suiter • West PC LLO 
14301 FNB Parkway, Suite 220 
Omaha, NE 68154-5299 
Telephone: (402) 496-0300 
Facsimile: (402) 496-0333 
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